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1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/15/08 has been entered. 

2. The Examiner notes that claim 1 has been significantly narrowed from previous 
claim 1 in that it now requires no more than 10 ppm total volatile compounds, rather 
than 10 ppm total volatile silicone compounds. Support for this new limitation can be 
found on page 10, line 4 of the specification. 

As an aside the Examiner notes that this language was already present in claim 
14. While the "status indicators" in the claims filed 12/15/08 indicate that claim 14 is an 
originally filed claim, it was in fact added 2/1 9/07. Future copies of the claims should 
reflect all claim status correctly. 

The Examiner also notes that claim 15 remains limited to 10 ppm volatile silicone 
compounds. 

3. The Examiner appreciates applicants' more detailed Declaration under 37 CFR 
1 .1 32. In view of this, the Examiner has withdrawn the rejection over Leir et al. With 
regard to the rejections over Eckberg et al., please note below. 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 to 3 and 5 to 16 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Eckberg et al. '480. 

The basis for this rejection is noted in previous office actions and as such this will 
not be repeated. While the Examiner appreciates applicants' attempts to recreate the 
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composition in Eckberg et al. and the results provided in the Declaration, this is not 
sufficient to overcome this rejection for various reasons. 

The Examiner's biggest concern regarding the recreation of the prior art composi- 
tion lies in the fact that '480 specifically teaches a stripping step (top of column 8) that 
applicants do not appear to have done in their comparative example. Obviously this is 
a major difference between that in the prior art and that in the recreated comparative 
example since this step will lower the volatile organics and silicone content. As such 
this comparative example simply cannot be relied upon as being representative of the 
prior art. It is unclear if any such step was performed on the GE UV-9400 silicone prior 
to formulation. 

In view of this the Examiner maintains the inherency position from the previous 
office actions. In the alternative, though, the teachings of Eckberg et al. render obvious 
the claims. 

Column 6, lines 19 - 21 , teach that the reaction mixture is devolatilized to remove 
excess low molecular weight siloxanes. This indicates that volatile siloxanes and such 
are not desired in the final product. Since one having ordinary skill in the art would have 
been motivated by the teachings in Eckberg et al. to remove as much of the volatile 
siloxanes as possible, this would render obvious a final product having the low residual 
siloxane content as claimed. It has been held that where the general conditions of a 
claim are disclosed in the prior art discovering the optimum or workable ranges involves 
only routine skill in the art (i.e. does not require undue experimentation). 

On the other hand, if applicants were to establish that the recreated example in 
the Declaration is, in fact, an accurate example of the composition in Eckberg et al., the 
Examiner notes that this example shows an extractable siloxane content of 1 .91 . Claims 
1 2 and 1 5 have an upper limit of about 1 .5. It is unclear if there is a difference between 
"about 1 .5" and "1 .91" since the term "about" allows for a degree of latitude and breadth 
that includes values that are greater than 1 .5. Even if "about 1 .5" is not considered 
broad enough to embrace "1 .91", a prima facie case of obviousness exists where the 
claimed ranges and prior art ranges do not overlap but are close enough that one skilled 
in the art would have expected them to have the same properties. Since both the claim- 
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ed composition and that in the prior art have the same utility, one can expect them to 
have the same properties. Again, then, a case of obviousness is made for these claims 
over the teachings in Eckberg et al. '480. 

In view of that noted above, this rejection is maintained. 

6. Claims 1 to 3 and 5 to 16 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Eckberg et al. '453. 

The basis for this rejection is noted in previous office actions and as such this will 
not be repeated. While the Examiner appreciates applicants' attempts to recreate the 
composition in Eckberg et al. and the results provided in the Declaration, this is not 
sufficient to overcome this rejection for various reasons. 

Similar to that noted supra, the Examiner notes that Polymer C in '453 is specif- 
ally referred to as "devolatilized". Obviously this is a major difference between that in 
the prior art and that in the recreated comparative example since this step will lower the 
volatile organics and silicone content. Thus this recreated example cannot be relied 
upon as being representative of the prior art. In addition, Polymer C is not the only 
silicone polymer in '453 that would appear to result in a release coating as claimed. For 
instance note that Polymer D is a radiation curable silicone and the preparation thereof 
specifically refers to the removal of solvents and other light ends (column 1 1 , lines 12 
and 13). Only showing one embodiment (silicone polymer) from the prior art that is 
within the breadth of the claims does not serve to adequately distinguish all prior art 
embodiments from that claimed. 

Other concerns the Examiner has with the data provided in this Declaration in- 
clude the fact that '453 shows many different examples using Polymer C, some of which 
use 100% Polymer C, while applicants have only shown two examples. In fact the 
Examiner it is not clear to the Examiner if these are even comparable examples to the 
closest prior art in Eckberg et al. In addition, applicants use a silicone having a viscosity 
of 225 cstk in place of a silicone having a viscosity of 300. This is a concern because it 
is unclear how this 25% reduction in viscosity of the coating siloxane affects the removal 
or even the initial presence of low viscosity silicones. 
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On the other hand, assuming one can consider the recreated examples to be an 
accurate depiction of the prior art, the Examiner notes that the extractable siloxane and 
outgassing siloxane data shown in the Declaration meet the requirements of claims 12 
and 15. 

In addition, the Examiner relies on the grounds of obviousness as noted supra. 
That is, since Eckberg et al. '453 relies on the teachings of '480 and both teach and/or 
suggest the removal of volatiles, one having ordinary skill in the art would have found 
the removal of as many volatile organics and/or silicones as possible to have been 
obvious. 

In view of these various reasons, this rejection is maintained. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 
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